United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/567,107 


05/03/2006 


Motonori Yamamoto 


12810-00192-US1 


3025 



30678 7590 01/05/2010 

CONNOLLY BOVE LODGE & HUTZ LLP 
1875 EYE STREET, N.W. 
SUITE 1100 

WASHINGTON, DC 20006 



EXAMINER 



FANG, SHANE 



PAPER NUMBER 



1796 



MAIL DATE 



01/05/2010 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



\JI 1 1 Ot? n\* If SJtl OUffffffCff y 


Application No. 

10/567,107 


Applicant(s) 

YAMAMOTO ET AL. 


Examiner 

SHANE FANG 


Art Unit 

1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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Status 

1 )^l Responsive to communication(s) filed on 17 September 2009 . 
2a )^ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Response to Amendment 

• The previous 103 rejections of claims 1-7 and 9-20 over Liu et al. in view of 
Warzelhan et al. have been maintained. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 1-7 and 9-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Liu et al. (2003/0092793) in view of Warzelhan et al. (US 6,018,004) listed on IDS 

Disclosure of Liu et al. and Warzelhan et al. are adequately set forth in 1J3 of the 
last action and are incorporated herein by reference. 

Response to Arguments 

The argument for allowance of amended claims has been fully considered but 
not persuasive. 

The applicant has argued the features of biodegradable polyester mixture (Pg.2, 
114-6, Pg.3, 1J2). As set forth in the last action, both Liu et al. and Warzelhan et al. 
disclose polyester biodegradable resin composition, and the suggested combination of 
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Liu et al. and Warzelhan et al. would result in a biodegradable polyester mixture the 
same/similar to applicants', and hence would inherently contain all of applicants' 
disclosed (not claimed) benefits. 

The applicant has argued the limitations of glycidyl acrylate, etc. (Pg.3, 1J1). The 
examiner would notify these limitations of amended claims filed in RCE have been 
changed to "compound as component iii that comprises two or more epoxy groups in the 
molecules". The cited references meet the claims. Liu et al. discloses a biodegradable 
resin composition for producing agricultural films ([0046]) comprising (by calculation) 20- 
64% of thermoplastic resin such as polyester ([0070]), 36-80% of starch, and 0.6-12% of 
degradation promoter such as epoxidized soybean oil ([0070]) with more than two 
epoxide groups having the following structure (claim 1): 




As set forth in the previous action, the deficiency of Liu et al. has been addressed 
and alleviated by Warzelhan et al. One of ordinary skill in the art would have combined 
Liu et al. and Warzelhan et al. to form the claimed invention. 

Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHANE FANG whose telephone number is (571)270- 
7378. The examiner can normally be reached on Mon.-Thurs. 8 a.m. to 6:30 p.m. EST.. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Sf 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



